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DETAILED ACTION 
Response to Amendment 
The following Examiner's letter addresses applicant's amendment dated 04/12/07. The 
apphcant has overcome only the 35 USC 102 rejections over the EP'817, the JP'277 and 
Kobayashi et ar041. Refer to the abovementioned amendment for specific details on applicant's 
rebuttal arguments and remarks. Accordingly, the present claims are finally rejected over a 
previously stated ground of rejection and new grounds of rejection based upon combinations of 
references as shown hereinbelow and for the reasons of record: 

Election/Restrictions 

1. Claims 5-9, 11-13 and 17-18 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b) as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on 09/1 1/06. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless ~ 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
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such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obUgation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

5. Claims 1-4, 10 and 14-16 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
altemative, under 35 U.S.C. 103(a) as obvious over Applicant's Admission of Prior Art (herein 
called the AAPA) (See applicant s specification at pages 1-3), 

Regarding claims 1-4: 

The AAPA presents different publications teaching positive electrode materials for 
lithium secondary batteries wherein the positive electrode material has a Li-Ni-Co-0 or Li-Ni- 
Co-Ba-O system composition including specific compounds represented by chemical formulae 
Lii-x-aAxNi i-y-bByO wherein A is one alkaline earth metal element such as Ba and x ranges from 
0-0.10 and B is at least one transition metal element other than Ni; and/or Lii.x-aAxNi i.ybByO 
forming secondary particles wherein A may be Ba, and x ranges from 0.0-0.10 and B is at least 
one transition metal element (See applicant 's specification at pages 1-3), 

Examiner *s note: applicant fiirther discloses that Ba, among other elements, allows easy 
formation of the amorphous phase of the oxide (See applicant 's specification at page 4, last full 
paragraph); particularly, such arrangement allows the production of a positive electrode 
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material for a Li-secondary battery having an amorphous phase of an oxide dispersed within a 
particle and also at a surface of each particle (See applicant 's specification at page 6, last full 
paragraph, iteni-3); yet more particularly, applicant also discloses that a component for forming 
an amorphous phase of an oxide composed of one or plural elements selected from the group 
consisting ofBa, inter alia, is mixed at an extremely small amount of below 0,01 mol into Li-Ni- 
Co-0 system raw material (See applicant 's specification at page 10, 1'^ full paragraph). That 
being said, since the positive electrode composition of the AAPA includes Ba in the same number 
of moles or molar range which allows easy formation of an amorphous phase of the oxide, it is 
contended that the presence of an amorphous phase of the oxide, as well as the specific particle 
dispersion and/or phase formation the surface of the particle are inherent to the specific 
composition of the positive active material of the AAPA. In short, element added to the positive 
electrode composition (i.e. Ba) and number of moles thereof in the AAPA s electrode fully 
circumscribes applicant s specific composition (in terms of material and molar amounts), 
therefore, the resulting electrode material of the AAPA also allows easy formation of amorphous 
phase thereof, thereby, it also exhibits the same degree of non-crystalline characteristic 
(amorphousness) as applicant 's claimed positive electrode material 
Regarding claims 10 and 14-16: 

The AAPA discloses lithium battery including the disclosed positive active material {See 
applicant s specification at pages 1-3). 

Thus the claiming of a new use, new function or unknown property which is inherently 
present in the prior art does not necessarily make the claim patentable. In re Best, 562 F.2d 1252, 
1254, 195 USPQ 430, 433 (CCPA 1977). Where applicant claims a composition in temis of a 



Application/Control Number: 10/713,104 
Art Unit: 1745 



Page 5 



function, property or characteristic and the composition of the prior art is the same as that of the 
claim but the function is not explicitly disclosed by the reference, the examiner may make a 
rejection under both 35 U.S.C. 102/103. The burden of proof is on applicant In re Fitzgerald, 
619 K2d 67, 70, 205 USPQ 594, 596 (CCPA 1980) (quoting In re Best, 562 R2d 1252, 1255, 
195 USPQ 430, 433-34 (CCPA 1977)), See MPEP 2112. 

Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. The factual inquiries set forth in Graham \. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: . 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

8. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. AppUcant is advised of the obUgation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
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invention was made in order for the examiner to consider the appHcabihty of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
9. Claims 1-4, 10 and 14-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the European publication EP 0849817 (heretofore 'the EP'817') as applied to claim 1 above, and 
further in view of Applicant's Admission of Prior Art (herein called the AAPA) (See applicant's 
specification at pages 1-3). 

The above claims are directed to positive electrode material powder for a Uthium 
secondary battery wherein the disclosed inventive concept includes the inclusion of an 
amorphous phase of oxide. 
On the matter of claim 1: 

The EP'817 makes known a positive active material for lithium battery including a Li- 
containing amorphous nickel oxide represented by a chemical composition formula of LixNiOi 
and which may further contain cobalt from 2-60 mol% (ABSTRACT/Page 2, Line 44-50) so as 
to have a chemical composition formula LixNii.yMy02 (Page 2, Unes 45-50), or LixNii.yC0yMz02 
wherein M is at least one selected from the group consisting of Co, Al or P (Page 3, lines 5-10 
and lines 50-58). EXAMPLES 1-2 illustrate the powdery form of the resulting material. 
On the matter of claims 2-4: 

Since the EP'817 discloses the formation of a Li-containing amorphous nickel oxide, it is 
noted that the specific particle dispersion and/or phase formation the surface of the particle is 
inherent to the amorphous phase formed in the positive active material thereof 
On the matter of claims 10 and 14-16: 
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The EP'817 discloses lithium battery including the disclosed positive active material 
(ABSTRACT). . 

The EP'817 describes a positive electrode material powder as disclosed above. However, 
the EP'817 does not expUcitly disclose the Ba component. 

The AAPA presents different publications teaching positive electrode materials for 
lithium secondary batteries wherein the positive electrode material has a Li-Ni-Co-0 or Li-Ni- 
Co-Ba-0 system composition including specific compounds represented by chemical formulae 
Lii-x-aAxNi i-y-bByO wherein A is one alkaline earth metal element such as Ba and x ranges from 
0-0.10 and B is at least one transition metal element other than Ni; and/or Lii.x-aAxNi i-y-bByO 
forming secondary particles wherein A may be Ba, and x ranges from 0.0 - 0.10 and B is at least 
one transition metal element (See applicant 's specification at pages 1-3). 

Examiner note: applicant further discloses that Ba, among other elements, allows easy 
formation of the amorphous phase of the oxide (See applicant's specification at page 4, last full 
paragraph); particularly, such arrangement allows the production of a positive electrode 
material for a Li-secondary battery having an amorphous phase of an oxide dispersed within a 
particle and also at a surface of each particle (See applicant 's specification at page 6, last full 
paragraph, item-S); yet more particularly, applicant also discloses that a component for forming 
an amorphous phase of an oxide composed of one or plural elements selected from the group 
consisting ofBa, inter alia, is mixed at an extremely small amount of below 0.01 mol into Li-Ni- 
Co'O system raw material (See applicant s specification at page 10, l^^full paragraph). That 
being said, since the positive electrode composition of the AAPA includes Ba in the same number 
of moles or molar range which allows easy formation of an amorphous phase of the oxide, it is 
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contended that the presence of an amorphous phase of the oxide, as well as the specific particle 
dispersion and/or phase formation the surface of the particle are inherent to the specific 
composition of the positive active material of theAAPA. In short, element added to the positive 
electrode composition (i.e. Ba) and number of moles thereof in the AAPA *s electrode fully 
circumscribes applicant's specific composition (in terms of material and molar amounts), 
therefore, the resulting electrode material of the AAPA also allows easy formation of amorphous 
phase thereof thereby, it also exhibits the same degree of non-crystalline characteristic 
(amorphousness) as applicant s claimed positive electrode material. 

By compounding the teachings of the prior art, it would have been obvious to a person 
possessing a level of ordinary skill in the pertinent art at the time the invention was made to add 
the Ba component of the AAPA to the amorphous positive electrode material of EP'817 as it is 
known in the art that that Ba, among other elements, allows easy formation of the amorphous 
phase of the oxide (See applicant's specification at page 4, last full paragraph); particularly, such 
arrangement allows the production of a positive electrode material for a Li-secondary battery 
having an amorphous phase of an oxide dispersed within a particle and also at a surface of each 
particle (See applicant's specification at page 6, last fiill paragraph, item-3). Thus, the addition of 
Ba to the amorphous material of the EP'817 enhances the amorphousness of that material. 

10. . Claims 1-4, 10 and 14-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the Japanese pubUcation JP 06-275277 (heretofore 'the JP'277') as applied to claim 1 above, and 
further in view of AppHcant's Admission of Prior Art (herein called the AAPA) {See applicant 's 
specification at pages 1-3). 
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As to claim 1 : 

The JP'277 discloses a lithium secondary battery including a positive electrode body with 
a positive electrode active material containing Li, Co and phosphorous (ABSTRACT). A cobalt 
oxide including phosphate material (CLAIMS 1-2) forming an amorphous positive electrode 
material is further disclosed (P0009). Particle sizes (this, powder material) is the positive 
electrode material is disclosed (P0072, 0086). Table 4 shows a positive electrode composition 
comprising at least Li, Co, Ni, P in oxide forms (See TABLE 4). 
As to claims 2-4: 

Since the JP'277 discloses the formation of a Li-containing amorphous materials in the 
form of oxides, it is noted that the specific particle dispersion and/or phase formation the surface 
of the particle is inherent to the amorphous phase formed in the positive active material thereof 
As to claims 10 and 14-16: 

The JP'277 discloses Uthium battery including the disclosed positive active material 
(ABSTRACT). 

The JP'277 describes a positive electrode material powder as disclosed above. However, 
the JP'277 does not explicitly disclose the Ba component. 

The AAPA presents different publications teaching positive electrode materials for 
lithium secondary batteries wherein the positive electrode material has a Li-Ni-Co-0 or Li-Ni- 
Co-Ba-0 system composition including specific compounds represented by chemical formulae 
Lii-x-aAxNi i-y-bByO wherein A is one alkaline earth metal element such as Ba and x ranges from 
0-0.10 and B is at least one transition metal element other than Ni; and/or Lii-x-aAxNi i.y.bByO 
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forming secondary particles wherein A may be Ba, and x ranges from 0.0 - 0.10 and B is at least 
one transition metal element (See applicant's specification at pages 1-3). 

Examiner note: applicant further discloses that Ba, among other elements, allows easy 
formation of the amorphous phase of the oxide (See applicant *s specification at page 4, last full 
paragraph); particularly, such arrangement allows the production of a positive electrode 
material for a Li-secondary battery having an amorphous phase of an oxide dispersed within a 
particle and also at a surface of each particle (See applicant 's specification at page 6, last full 
paragraph, item-3); yet more particularly, applicant also discloses that a component for forming 
an amorphous phase of an oxide composed of one or plural elements selected from the group 
consisting ofBa, inter alia, is mixed at an extremely small amount of below 0,01 mol into Li-Ni- 
Co-0 system raw material (See applicant's specification at page 10, r^full paragraph). That 
being said, since the positive electrode composition of the AAPA includes Ba in the same number 
of moles or molar range which allows easy formation of an amorphous phase of the oxide, it is 
contended that the presence of an amorphous phase of the oxide, as well as the specific particle 
dispersion and/or phase formation the surface of the particle are inherent to the specific 
composition of the positive active material of the AAPA. In short, element added to the positive 
electrode composition (i.e. Ba) and number of moles thereof in the AAPA s electrode fully 
circumscribes applicant's specific composition (in terms of material and molar amounts), 
therefore, the resulting electrode material of the AAPA also allows easy formation of amorphous 
phase thereof, thereby, it also exhibits the same degree of non-crystalline characteristic 
(amorphousness) as applicant 's claimed positive electrode material. 
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By compounding the teachings of the prior art, it would have been obvious to a person 
possessing a level of ordinary skill in the pertinent art at the time the invention was made to add 
the Ba component of the AAPA to the amorphous positive electrode material of JP'277 as it is 
known in the art that that Ba, among other elements, allows easy formation of the amorphous 
phase of the oxide (See applicant's specification at page 4, last full paragraph); particularly, such 
arrangement allows the production of a positive electrode material for a Li-secondary battery 
having an amorphous phase of an oxide dispersed within a particle and also at a surface of each 
particle (See applicant's specification at page 6, last full paragraph, item-3). Thus, the addition of 
Ba to the amorphous material of the JP'277 enhances the amorphousness of that material. 

11. Claims 1-4, 10 and 14-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kobayashi et al 2002/0055041 as applied to claim 1 above, and further in view of Applicant's 
Admission of Prior Art (herein called the AAPA) {See applicant specification at pages 1-3). 
Regarding claim 1 : 

Kobayashi et al disclose lithium secondary battery comprising at least a positive electrode 
wherein the electrode has an active material which has at least an amorphous phase 
(ABSTRACT/ P0021-0022,0045, 0051, 0068). Particularly, the positive electrode material is 
composed of at least one or more elements selected from Co, Ni, among others (P0024, 0046, 
0051-0052) and oxides thereof (P0051). Disclosed is that transition metal compounds are 
desirable metal-containing compounds that serve as an active material (P0065). Lithium is 
intercalated therein (P0024, 0075-0076, 0081). At least EXAMPLES 7 and 15 shows lithium 
cobalt nickel oxides and respective particle sizes (See EXAMPLES 7 and 15) 
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Regarding claims 2-4: 

Given that Kobayashi et al reveals Li-Co-Ni-oxide materials exhibiting an amorphous 
phase, it is noted that the specific particle dispersion and/or phase formation the surface of the 
particle is inherent to the amorphous phase formed in the positive active material thereof 
Regarding claims 10 and 14-16: 

Kobayashi et al disclose lithium battery including the disclosed positive active material 
(ABSTRACT). 

Kobayashi et al describes a positive electrode material powder as disclosed above. 
However, Kobayashi et al does not expHcitly disclose the Ba component. 

The AAPA presents different publications teaching positive electrode materials for 
lithium secondary batteries wherein the positive electrode material has a Li-Ni-Co-0 or Li-Ni- 
Co-Ba-0 system composition including specific compounds represented by chemical formulae 
Lii-x-aAxNi i-y-bByO wherein A is one alkaline earth metal element such as Ba and x ranges from 
0-0- 10 and B is at least one transition metal element other than Ni; and/or Lii.x-aAxNi i-y-bByO 
forming secondary particles wherein A may be Ba, and x ranges from 0.0-0.10 and B is at least 
one transition metal element (See applicant 's specification at pages 1-3), 

Examiner's note: applicant further discloses that Ba, among other elements, allows easy 
formation of the amorphous phase of the oxide (See applicant's specification at page 4, last full 
paragraph); particularly, such arrangement allows the production of a positive electrode 
material for a Li-secondary battery having an amorphous phase of an oxide dispersed within a 
particle and also at a surface of each particle (See applicant s specification at page 6, last full 
paragraph, item-3); yet more particularly, applicant also discloses that a component for forming 
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an amorphous phase of an oxide composed of one or plural elements selected from the group 
consisting of Ba, inter alia, is mixed at an extremely small amount of below 0,01 mol into Li-Ni- 
Co-0 system raw material (See applicant 's specification at page 10, l^^full paragraph). That 
being said, since the positive electrode composition of the AAPA includes Ba in the same number 
of moles or molar range which allows easy formation of an amorphous phase of the oxide, it is 
contended that the presence of an amorphous phase of the oxide, as well as the specific particle 
dispersion and/or phase formation the surface of the particle are inherent to the specific 
composition of the positive active material of the AAPA, In short, element added to the positive 
electrode composition (Le, Ba) and number of moles thereof in the AAPA 's electrode fully 
circumscribes applicant's specific composition (in terms of material and molar amounts), 
therefore, the resulting electrode material of the AAPA also allows easy formation of amorphous 
phase thereof thereby, it also exhibits the same degree of non-crystalline characteristic 
(amorphousness) as applicant's claimed positive electrode material. 

By compounding the teachings of the prior art, it would have been obvious to a person 
possessing a level of ordinary skill in the pertinent art at the time the invention was made to add 
the Ba component of the AAPA to the amorphous positive electrode material of Kobayashi et al 
as it is known in the art that that Ba, among other elements, allows easy formation of the 
amorphous phase of the oxide (See appUcant's specification at page 4, last full paragraph); 
particularly, such arrangement allows the production of a positive electrode material for a Li- 
secondary battery having an amorphous phase of an oxide dispersed within a particle and also at 
a surface of each particle (See applicant's specification at page 6, last fixU paragraph, item-3). 
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Thus, the addition of Ba to the amorphous material of Kobayashi et al enhances the 
amorphousness of that material 



Response to Arguments 

12. Applicant's arguments with respect to the afore-captioned claims have been considered 
but are moot in view of the new ground(s) of rejection. See items 9-11 supra. 

13. Applicant's arguments filed 04/12/07 have been fully considered but they are not 
persuasive. 

14. Applicant did overcome the 35 USC 102 rejections over the EP'817, the JP'277 and 
Kobayashi et ar041. Thus, it is unnecessary to address applicant's arguments conceming these 
references as the deficiency therein as noted by the applicant has been mitigated by the 
disclosure of a secondary reference (i.e. the AAPA). See items 9-1 1 supra for comprehensive 
discussion of new grounds of rejection under Section 103. 

15. With respect to the rejection under Section 102/103 based upon the AAPA, the examiner 
has carefully evaluated and analyzed the entire body of arguments advanced by the applicant but 
they are still deemed to be insufficient to overcome that rejection. In essence, applicant has 
articulated that "'the AAPA does not teach or suggest that each particle which constitutes the 
powder has an amorphous phase of an oxide'\ and ''the conclusion in the Office Action that it is 
contended that the presence of an amorphous phase of the oxide, as well as the specific particle 
dispersion and/or phase formation the surface of the particulate are inherent to the specific 
composition of the positive active material of the AAPA is incorrect as a matter of law'' and 'Hhe 
specification specifically demonstrates that these properties in fact are not inherent in all 
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particles". Much more importantly is applicant's own statement that '"the AAPA is completely 
silent with respect to whether the particles have an amorphous phase of an oxide or not " (See 
04/12/07 amendment on page 8, 3''''fiill paragraph). From this statement, it is immediately clear 
that applicant himself is not completely sure that the AAPA does or does not disclose the 
claimed characteristics. This is the essence of the above rejection under Sections 102/103 . This is 
exactly what supports the ground of rejection based upon anticipation/obviousness. Where 
appUcant claims a composition in terms of a function, property or characteristic and the 
composition of the prior art is the same as that of the claim but the function or characteristic is 
not explicitly disclosed by the reference, the examiner may make a rejection under both 35 
U.S.C. 102/103. The burden of proof is on apphcant I n re Fitzgerald. 619F.2d67. 70, 205 
USPQ 594, 596 (CCPA 1980) (quoting In re Best. 562 F.2d 1252, 1255, 195 USPQ 430. 433-34 
(CCPA 1977)). See MPEP 2112. 

ONCE A REFERENCE TEACHING PRODUCT APPEARING TO BE 
SUBSTANTIALLY IDENTICAL IS MADE THE BASIS OF A REJECTION, AND THE 
EXAMINER PRESENTS EVIDENCE OR REASONING TENDING TO SHOW 
INHERENCY, THE BURDEN SHIFTS TO THE APPLICANT TO SHOW AN 
UNOBVIOUS DIFFERENCE. 

"[T]he PTC can require an applicant to prove that the prior art products do not 
necessarily or inherently possess the characteristics of his [or her] claimed product. Whether the 
rejection is based on inherency' under 35 U.S.C, 102, on prima facie obviousness' under 35 
U.S.C. 103, jointly or alternatively, the burden of proof is the same... [footnote omitted]." The 
burden of proof is similar to that required with respect to product-by-process claims. In re 
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Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 (CCPA 1980) (quoting In re Best, 562 F.2d 
1252, 1255, 195 USPQ 430, 433-34 (CCPA 1977)). See MPEP 2112. 

Where the claimed and prior art products are identical or substantially identical in 
structure or composition, or are produced by identical or substantially identical 
processes, a prima facie case of either anticipation or obviousness has been estabhshed. 
In re Best, 562 F2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977). "When the PTO 
shows a sound basis for believing that the products of the applicant and the prior art are 
the same, the applicant has the burden of showing that they are not.'' In re Spada, 911 
F2d 705, 709, 15 USPQ2d 1655, 1658 (Fed Cir. 1990). Therefore, the prima facie 
case can be rebutted by evidence showing that the prior art products do not necessarily 
possess the characteristics of the claimed product. In re Best, 562 F.2d at 1255, 195 
USPQ at 433. See also Titanium Metals Corp. v. Banner, 778 F2d 775, 227 USPQ 
773 (Fed Cir. 1985). See MPEP 2112. 

Accordingly, the examiner also asserts that it is not enough that applicant's representative 
personally believes that the prior art does not show or teach such inherently identified 
characteristic(s). That is to say, the arguments of counsel cannot take the place of evidence in the 
record. An assertion of what seems to follow from common experience is just attorney argument 
and not the kind of factual evidence that is required to rebut a prima facie case of inherent 
anticipation/obviousness (SqoMPEP 716.01 and 2145: Consideration of Applicant's Rebuttal 
Arguments). 

16. In response to applicant's argument that the examiner's conclusion of obviousness is 
based upon improper hindsight reasoning, it must be recognized that any judgment on 



Application/Control Number: 10/713,104 Page 17 

Art Unit: 1745 

obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so 
long as it takes into account only knowledge which was within the level of ordinary skill at the 
time the claimed invention was made, and does not include knowledge gleaned only from the 
applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 
170 USPQ 209 (CCPA 1971). 

1 7. Last but not least, applicant has contended that ''the amorphous phase is generated by 
specific methods employed to produce the composition (Le. by firing and the like/\ First, it is 
noted that the present claims are directed to a product per se (i.e. the positive electrode material 
powder). Thus, the method of making applicant's product adds nothing to its patentability. 
Second, there is no evidence of record to show that the method of makings the AAPA's positive 
electrode material is incapable of imparting an amorphous characteristic. Simply put, nothing 
sustains applicant's contention that the AAPA's product does not have at all a number of 
amorphous particles which might constitute the entirety of the powder. 

Conclusion 

18. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP .§ 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earUer communications from the 
examiner should be directed to Raymond Alejandro whose telephone number is (571) 272-1282. 
The examiner can normally be reached on Monday-Thiu^day (8:00 am - 6:30 pm). 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Patrick J. Ryan can be reached on (571) 272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the. status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
apphcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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